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Application No. 09/705,559 

I. Real Party In Interest 

The real party in interest is W.W. Grainger, Inc. 

II. Related Appeals And Interferences 

No appeals or interferences are known which will directly affect or be directly 
affected by or have bearing on the Board's decision in the pending appeal 

III. Status Of The Claims 

In the application, claims 1-16 remain pending and, having been finally rejected, 
are the subject of this appeal. 

Appendix I provides a clean, double spaced copy of pending claims 1-16. 

IV. Status Of Amendments 

The claims are in condition for appeal - no further amendments to the claims are 
pending. 

V. Summary Of The Invention 

The claimed invention is directed to a system and method for providing product 
information to an on-line user. More particularly, the system and method includes a 
means for automating the finding of a source for a product that is specified in a search 
request but is not presently included within an electronic catalog. The system and 
method not only automates the finding of a sourcing agent for a specified product but 
also returns to the user information about the product when found by the sourcing agent. 
Still further, the system and method functions to update the electronic catalog using the 
information that is returned to the user. 
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To request the product information, a user may be presented with a Web page or 
the like that allows a user to initiate an electronic search for a product within an 
electronic catalog. Generally, a request for product information includes one or more 
product identifiers. In the event that the electronic catalog has listed therein any products 
that correspond to the product identifier(s) entered by the user the product information for 
the matching product(s) is extracted from the electronic catalog and returned to the user 
by the system. {See Fig. 2; Page 6, lines 15-25). If, however, the system determines that 
the electronic catalog does not contain information for the requested product(s), the 
system compares information within the request against a set of predetermined rules to 
determine a sourcing agent to which the electronic request is to be routed and the system 
then flinctions to automatically route the request to that sourcing agent. In this manner, 
the system has the advantage of automatically ensuring that the request is routed to a 
sourcing agent that specializes in finding sources for the product type specified by the 
user. {See Fig. 2; Page, 8, lines 13-20). Product information retrieved by the sourcing 
agent is then transparently returned to the user so that it appears to the user as if the 
requested product(s) were in the electronic catalog all along. The product information 
may also be manually or automatically entered into the electronic catalog to thereby keep 
current the electronic catalog. {See Fig. 2; Page 9, lines 6-16). 

VI. Grounds For Rejection To Be Reviewed On Appeal 

1. Whether a rejection under 35 U.S.C. § 103 can be maintained when the 
references being relied upon, whether considered alone or in combination, fail to disclose 
each and every element, considering each and every word, set forth in the claims. 
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2. Whether a rejection under 35 U.S.C. § 103 can be maintained when the 
proposed modification of the primary reference would change the principle of operation 
of the primary reference. 

VII. Argument 

In the application claims 1-16 remain pending. No claims have been canceled and 
no new claims have been added. 

All of pending claims presently stand rejected. The reconsideration of the 
rejection of the claims is, however, respectfully requested. 

Pending claims 1-16 presently stand rejected under 35 U.S.C. § 103 as being 
rendered obvious primarily by Talib (U.S. Patent No. 2001/004758) as modified by 
Liddy (U.S. Patent No. 6,304,864). In rejecting the claims, the Office Action set forth 
that Talib discloses "the invention substantially as claimed" including receiving an 
electronic request for information for the product (citing to Para. 19, lines 4-5); searching 
a database to determine if the database contains information for the product (citing to 
Para. 19, lines 5-10); if the database contains information for the product, sending an 
electronic message to the customer containing selected information for the database 
corresponding to the product (citing to Para. 19, lines 10-15); if information is not found 
for the product, performing a subsequent search to gather information for the product 
(citing to Figs. 10 and 1 1 ; Para. 120-146), sending the gathered information in an 
electronic message to the customer (citing to Para. 19), and adding gathered information 
to the database (citing to Para. 6). While the Office Action acknowledged that Talib fails 
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to disclose, teach, or suggest, among other things, a sourcing agent performing a search, 
the Office Action nevertheless asserted that such was disclosed in Liddy (citing to Col. 9, 
line 49-Col. 11, line 57). Thus, the Office Action concluded that it would have been 
obvious to broaden the product search disclosed by Talib by searching additional 
databases as disclosed by Liddy because "this would have given a greater search area and 
increased the likelihood that the customer would receive relevant information from 
subsequent searches." 

In response to the rejection of the claims, it is respectfully submitted that a prima 
facie case of obviousness under 35 U.S.C. § 103 requires that the combination of prior art 
references disclose each and every element set forth in the claims, considering each and 
every word. This requirement that the claimed invention be considered "as a whole" is 
meant to prevent evaluation of an invention part by part, i.e., breaking an invention into 
its component parts and then merely finding a reference containing one part, another 
reference containing another part, etc., and to prevent the impermissible use of the 
specification of the applicant as a template to combine these parts for the purpose of 
deprecating the claimed invention. Thus, to assure that such "hindsight reasoning" is not 
used when assessing the patentability of a claimed invention, a rejection under 35 U.S.C. 
§103 requires a demonstration that an artisan of ordinary skill in the art at the time of the 
invention, with no knowledge of the claimed invention, would have selected the various 
parts from the references and combined them in the claimed manner. 

It is further respectfully submitted that the mere fact that references can be 
combined or modified does not render the resultant combination obvious unless the prior 
art also suggests the desirability of the combination. See In re Mills . 916 F.2d 680, 16 
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USPQ2d 1430 (Fed. Cir. 1990). Similarly, a statement that modifications of the prior art 
to meet the claimed invention would have been "well within the ordinary skill of the art 
at the time the claimed invention was made" because the references relied upon teach that 
all aspects of the claimed invention were individually known in the art is not sufficient to 
establish a prima facie case of obviousness without some objective reason to combine the 
teachings of the references. See In re Kotzab. 217 F.3d 1365, 1371, 55 USPQ2d 1313, 
1318 (Fed. Cir. 2000). Yet further, a proposed combination of the prior art that would 
have all of the claim elements fails to have the requisite teachings or suggestions when 
the proposed combination would change the principle of operation of the prior art 
invention being modified. In such a case the teachings of the references are not sufficient 
to render the claims prima facie obvious. See In re Ratti. 270 F.2d 810, 123 USPQ 349 
(CCPA 1959). 

With these requirements for maintaining a rejection under 35 U.S.C. § 103 in 
mind, it is first submitted that Talib fails to "disclose the invention substantially as 
claimed" as has been espoused in the Office Action. Specifically, Talib is directed to a 
system for searching an electronic catalog that solves, among others, the problem of user 
frustration associated with a user searching for a product that does not exist within the 
product database {See Para. 29, lines 1-4). To solve this problem, Talib only allows a 
user to search for products that are already within the product database and which have 
been tagged with various taxonomy labels. In this manner, when a user enters a search 
query, the system of Talib presents to the user taxonomy categories relevant to the search 
term and the user may then select from only those presented taxonomy categories to 
further refine their search. By "pushing data back to the user," the system of Talib never 
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presents invalid, zero-member categories and, therefore, is designed specifically and 
expressly to prevent a user from specifying a product that does not exist within the 
electronic catalog taxonomy . {See Figs. 10 and 11; and Paras. 120-146). 

When Talib is considered in its entirety, it is evident that, by preventing a user 
from "defining a product that does not exist" within the electronic catalog, the system of 
Talib, by its express design, will always return to a customer information for a product 
that already exists within the electronic catalog when a search is performed. Since 
product information for products that already exist within the electronic catalog is always 
retumed when a search is performed using the system of Talib, an instance never arises 
in Talib where the electronic database fails to contain information for the product being 
requested. Thus, contrary to the position taken in the Office Action, the system of Talib 
can never determine that "the electronic database does not contain information for a 
product," and, as such, the system of Talib never "performs a search outside of the 
electronic database to gather information for the product [requested but not in the 
database] which gathered information is returned to the customer in an electronic 
message and added to the electronic database" and certainly never uses product 
descriptors to determine "if a product does not exist" in the catalog (since the product 
always exists in the catalog of Talib) let alone "to determine a sourcing agent to which an 
electronic request is to be routed in the event that the electronic database does not contain 
information for a product" (claims 6-10). It is at least these claim elements that are 
missing from Talib. 

From the foregoing, it is submitted that Talib never discloses any instance where 
information for a product is not already found in the electronic catalog, as is set forth in 
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the claims, any instance where product descriptors are used to determine if a product 
cannot be found within an electronic catalog, as is set forth in the claims, any instance 
where an electronic request is compared against a set of predetermined rules to determine 
a sourcing agent to which an electronic request is to be routed, as is set forth in certain of 
the claims, any instance where a search is performed outside of the electronic catalog to 
gather information for a product determined not to be found in the electronic catalog, as 
is set forth in the claims, or any instance where information gathered outside of the 
electronic catalog is then added to the electronic catalog, as is set forth in the claims. 
Rather, as discussed above, the system of Talib is expressly designed to prevent a user 
from searching for a product not already within the Talib electronic catalog (which type 
of search would be a prerequisite to the aforementioned claim steps being performed). 
Therefore, since Talib fails to disclose those elements being relied upon in the 
obviousness rejection set forth in the Office Action, the rejection of the claims under 35 
U.S.C. § 103 must be withdrawn. 

It is further respectfully submitted that, while the Office Action is correct in 
noting that "Talib does not specifically disclose sending an automatic request to a 
sourcing agent," the Office Action fails to consider that Talib, by its express design, 
desires this very omission. As discussed extensively above, Talib has expressly designed 
a system which, by its very principle of operation , seeks to "overcome the inherent 
deficiencies in utilizing search engines to navigate vast numbers of electronically stored 
records regarding products." To achieve this goal, the principle of Talib's system is to 
limit the searching abilities of a user by presenting to the user only taxonomies of 
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products already within the electronic catalog . In this manner, the user is never frustrated 
by a request to find a product that does not already exist within the electronic catalog. 

Considering now Liddy, Liddy discloses, teaches, and suggests using the exact 
type of searching methodology that Talib seeks to avoid. Specifically, Liddy discloses a 
Web crawling system for retrieving documents from vast numbers of data repositories 
spread over the hiternet. To this end, a user enters a search query and based upon a user 
profile an agent server generates meta-search agents which are sent to general purpose 
search engines and specialized search engines across the Internet to retrieve generally 
uncategorized documents. (CoL 6, lines 26-31; Col. 9, lines 66-Col. 10, line 10). Thus, 
Liddy describes nothing more than the exact type of searching methodology that the 
system of Talib expressly describes in the Background section as one to avoid, namely, a 
search methodology which navigates vast numbers of electronically stored records that 
are not categorized as stored. 

Thus, when the teachings of Talib and Liddy are fully and fairly considered in 
their entirety, it will be appreciated that a modification of Talib to incorporate the Web 
crawlers of Liddy would impermissibly change the principle of operation of Talib, i.e., it 
would allow for searching beyond the stringent taxonomy provided to the Talib catalog. 
Therefore, since the express language of Talib itself serves to evidence that modifying 
Talib to include the Web crawling search methodology of Liddy to navigate vast numbers 
of uncategorized, electronically stored records which has been espoused in the Office 
Action is not desirable, i.e., it would change the very principle of operation of Talib, the 
references are not sufficient to render the claims prima facie obvious and the rejection of 
the claims must be withdrawn. 

9 
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It is still further respectfully questioned how the cited to passages in Liddy which 
are directed to intelligent Web crawlers can be said to disclose, teach, or suggest the 
desirability of modifying Talib to include the expressly claimed determining (by 
comparing the electronic request against a set of predetermined rules) a sourcing agent to 
which an electronic request is to be routed in the event that a product catalog fails to have 
a product of interest to a user . In this regard, Liddy fails to mention sourcing agents, 
product catalogs, or the like. Accordingly, the only conclusion that can be drawn is that 
the Office Action has utilized the disclosure of the Appellant's disclosure to infer these 
missing elements into Liddy. Since using the Appellant's disclosure in this manner is 
impermissible, it is respectfully submitted that, for this still further reason, the rejection 
of the claims must be withdrawn. 

IX. Conclusion 

It is respectfully submitted that, when the claims are considered as a whole, the 
claims are not rendered obvious by the combination of references set forth in the Office 
Action. As such, it is respectfully submitted that the application is in good and proper 
form for allowance. Such action of the part of the Board is respectfully requested. 



Date: September 16, 2004 



By: 




Reg. No. 35,90jr 
Greenberg Tra/i|rig, LLP 
77 W. Wackef Drive, Suite 2500 
Chicago, IllinWs 60601 
(312) 456-8449 
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APPENDIX I 

1 . A method of providing a customer with information regarding a product, the 
method comprising: 

receiving an electronic request for information for a product; 

searching an electronic database to determine if the electronic database contains 
information for the product; 

if the electronic database contains information for the product, sending an 
electronic message to the customer containing selected information from the electronic 
database that corresponds to the product; and 

if the electronic database does not contain information for the product, 
automatically sending an electronic request to a sourcing agent to perform a search 
outside of the electronic database to gather information for the product which gathered 
information is returned to the customer in an electronic message and added to the 
electronic database. 

2. The method as recited in claim 1 , wherein requesting a sourcing agent to 
perform a search comprises forwarding the electronic request to the sourcing agent as a 
request for quotation. 

3. The method as recited in claim 2, wherein the request for quotation is prepared 
by the customer in response to a prompt that is automatically sent to the customer when 
the electronic database does not contain information for the product. 
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4. The method as recited in claim 1, wherein the electronic request is received via 
the Internet. 

5. The method as recited in claim 1, wherein the electronic request is forwarded 
to the sourcing agent via an email. 

6. The method as recited in claim 1, comprising comparing the electronic request 
against a set of predetermined rules to determine the sourcing agent to which the 
electronic request is to be routed; and automatically routing the electronic request to the 
sourcing agent determined to be appropriate by the step of comparing, the sourcing agent 
performing a searcli to find a source for the product specified in the electronic request. 

7. The method as recited in claim 6, wherein the step of comparing comprises 
comparing words in the electronic request against a set of predetermined product 
descriptors to determine a type of product specified in the request. 

8. The method as recited in claim 6, further comprising the step of preparing an 
email that includes information representative of the electronic request. 

9. A computer-readable medium having instruction for sourcing a product, the 
instructions performing steps comprising: 

receiving an electronic request specifying a product; 
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searching an electronic database to determine if the electronic database contains 
information for the product; 

if the electronic database contains information for the product, sending an 
electronic message to a message recipient containing selected information from the 
electronic database that corresponds to the product; and 

if the electronic database does not contain information for the product, 
automatically comparing the electronic request against a set of predetermined rules to 
determine a sourcing agent to which the electronic request is to be routed; routing the 
electronic request to the sourcing agent determined to be appropriate by the step of 
comparing where the sourcing agent performs a search outside of the electronic database 
to find a source for the product specified in the request; receiving an electronic message 
from the sourcing agent including information for the product from the source; and 
automatically updating the electronic database with the information for the product fi"om 
the source. 

10. The computer-readable medium as recited in claim 9, wherein the instructions 
perform the further step of sending the source for the product specified in the request as 
determined by the sourcing agent to an originator of the request. 

1 1. A method of providing a customer with information regarding a product, the 
method comprising: 

receiving an electronic request for information for a product; 
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searching an electronic database to determine if the electronic database contains 
information for the product; 

if the electronic database contains information for the product, sending an 
electronic message to the customer containing selected information from the electronic 
database corresponding to the product; and 

if the electronic database does not contain information for the product, performing 
a search outside of the electronic database to gather information for the product, sending 
the gathered information in an electronic message to the customer, and adding the 
gathered information to the electronic database. 

12. A method of providing a customer with information regarding a product, the 
method comprising: 

receiving an electronic request for information for a product; 

searching an electronic database to determine if the database contains information 
for the product; 

if the electronic database contains information for the product, sending an 
electronic message to the customer containing selected information from the electronic 
database corresponding to the specified product; and 

if the electronic database does not contain information for the product, providing 
the customer with an option to authorize a further search outside of the electronic 
database to gather information for the product which, if authorized, causes the performing 
of the further search, the returning to the customer in an electronic message the gathered 
information, and the adding of the gathered information to the electronic database. 
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13. An electronic commerce system, comprising: 
an electronic catalog having product information; 

a first component that accepts an electronic request for quotation for a product not 
contained within the electronic catalog, the first component automatically routing the 
request for quotation to a sourcing agent determined by the first component to be 
appropriate for finding a source for the product not contained within the electronic 
catalog; and 

a second component that allows a user to search the electronic catalog to gather 
information for a selected product and that automatically provides access to the first 
component if the electronic catalog does not contain information pertaining to the 
selected product. 

14. The system as recited in claim 13, wherein the electronic catalog and second 
component reside on a Web server of a third party vendor. 

15. The system as recited in claim 1 3, further comprising a portal through which 
the electronic catalog, first component and second component are accessible. 

16. The system as recited in claim 13, wherein the electronic catalog, first 
component and second component reside on a single Web server. 
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